FEpERAL LaporaToRY CONSORTIUM

F I ( f 2l Issues Roundtat

The Only Goverment-wide Forum for Technotogy Transfor

Bayh-Dole meets Manpower Inc.,

Support Contractors in Federal Labs




FEpERAL LaporaToRY CONSORTIUM

F I r! )t Contractors

The Only Goverment-wide Forum for Technotogy Transfor

Background

QO Before 1980, Federal Government owned federally-
funded inventions.
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Background

Q FTTA of 1986 creates CRADA to incentivize non-
federal parties to collaborate w/labs on R&D.
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Background

Since 1980’s:

Q |% government employees at many federal labs.
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Background

0 Contractor hired to do the R&D (DOE/NCI
model)
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Problem

O In-house support contractors w/B-D rights working on
R&D involving CRADAs. Collaborators don’t have
rights to the inventions of support contractor
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Legal Issue Digression

Does B-D really apply to support contracts? B-D applies to “funding
agreements,” 1.€., ‘. . . any contract, grant, or cooperative agreement
entered into between any federal agency, . . . . and any contractor for
the performance of experimental, developmental, or research
work funded in whole or in part by the Federal Government.”

35 USC 201(b) [E.O. 12591 — B-D apply to large business




FEpERAL LaporaToRY CONSORTIUM

F I !q rt Contractors

The Only Goverment-wide Forum for Technotogy Transfor

Possible Solutions

O Declaration of Exceptional Circumstances (DEC)
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Possible Solutions — DEC

“. . .exceptional circumstances when it 1s determined by the
agency that restrictions or elimination of the right to retain
title to any subject invention will better promote the policy

29
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Possible Solutions — 37 CFR 401.3(a)(5) and
alternate 401.14

(5) If part of the contract requires the contractor to
perform work on behalf of the Government under
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Possible Solutions — 37 CFR 401.3(a)(5) and
alternate 401.14

Government may require the contractor to negotiate an
agreement with the collaborator regarding rights to
contractor Subject Inventions.

Q Prior to contractor doing CRADA work
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Possible Solutions — 37 CFR 401.3(a)(5) and
alternate 401.14

Pro: Takes care of issue.

Con:
1. Adds time to doing CRADA
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Possible Solutions — Modified procurement
contract/CRADA

AFTER award of the contract:
QO Contractor agrees to transfer/assign IP rights to
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Possible Solutions — Modified procurement
contract/ CRADA

Pro:
O Takes care of Issue
O Incentivizes contractor’s employees




